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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-12,16,18-20 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claim 1 calls for the at least one 
groove having a first predetermined size and the at least two grooves each having a 
second predetermined size which is larger than the first predetermined size; however, 
such subject matter was never disclosed in the originally filed disclosure. Page 7 of the 
specification makes a comparison between the "pins (8)" and "groove (2)" of the shank; 
however, there was no comparison between the "groove (2)" of the shank and the 
"grooves (16a,b;20a,b)" formed in the surface of the bore of the support block. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1, 6-12, 16, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Krekeler '637 in view of Krekeler '206. 

Krekeler '637 discloses a retaining system (see Fig. 4) for securing a cutting tool to a 
support block, said retaining system comprising: at least one groove (22) having a first 
predetermined shape, formed in an outer surface of a shank portion of said cutting tool 
intermediate each end thereof, said groove being formed in a direction transverse to a 
longitudinal axis of said shank; at least one groove (23) having a second predetermined 
shape, formed in a surface of a bore formed through an axis of said support block for 
receiving therein said shank portion of said cutting tool, said at least one groove formed 
in said outer surface of said shank portion of said cutting tool being substantially radially 
opposed to said at least one groove formed in said surface of said bore formed through 
said axis of said support block when said shank portion is inserted into said bore of said 
support block; and at least one rolled spring steel pin member (24) (see col. 4 lines 15- 
25) engageable with each of said at least one groove formed in said outer surface of 
said shank portion said cutting tool and said at least one groove formed in said surface 
of said bore formed through said axis. Krekeler '637 discloses the invention 
substantially as claimed. However, Krekeler '637 is silent about including at least two 
grooves and pins. Krekeler '206 teaches at least two grooves and pins (see Fig. 19, 
col. 10). It would have been considered obvious to one of ordinary skill in the art to 
modify Krekeler '637 to include at least two grooves and pins as taught by Krekeler '206 
in order to more securely retain the tool within the holder. 
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With regards to the limitation of the size of the shank' s groove being smaller (see col. 
20 line 5+ of Krekeler J 206) than the size of the bore's groove, see Fig. 19 of Krekeler 
'206, wherein the vast majority of the pins (79,80) are within the bore grooves (77,78) 
which would make it larger than the shank's groove. 

5. Claims 1,6-12, 16, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Morrow (US 3498677). 

Morrow discloses the claimed invention except for at least two pins in the grooves. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Morrow to include at least two pins, since it has been 
held that constructing a formerly integral structure in various elements involves 
only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. 
With regards to the limitation of the size of the shank' s groove being smaller than the 
size of the bore's groove, see Fig. 10 of Morrow, wherein the vast majority of the pin 
(74) is within the bore's groove (73) which would make it larger than the shank's groove 
(83). 

6. Claims 1,6-12, 16, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hansen et al. or Krekeler 764 or Kniff et al., Krekeler '359 or Vasek 
or Stewart (US 3268260, 3498677, 3622206, 3690728, 3796464, 3834764, 3841708, 
3856359, 4222446, 5810102) in view of Krekeler '206. 
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Hansen et al., Krekeler '764, Kniff et al., Krekeler '359, Vasek and Stewart all disclose 
a retaining system for securing a cutting tool to a support block. Hansen et al., Krekeler 
'764, Kniff et al., Krekeler '359, Vasek and Stewart all disclose the invention 
substantially as claimed. However, they are all silent about including at least two 
grooves and pins. Krekeler '206 teaches at least two grooves and pins (see Fig. 19, 
col. 10). It would have been considered obvious to one of ordinary skill in the art to 
modify either Hansen et al. or Krekeler '764 or Kniff et al., Krekeler '359 or Vasek or 
Stewart to include at least two grooves and pins as taught by Krekeler '206 in order to 
more securely retain the tool within the holder. 

With regards to the limitation of the size of the shank' s groove being smaller than the 
size of the bore's groove, see Fig. 1 of Hansen et al., Fig. 24 of Krekeler 764, Fig. 3 of 
Kniff et al, Figs. 4-5 of Krekeler '359, Fig. 1 of Vasek, Fig. 2 of Stewart), wherein the 
vast majority of the pin(s) is within the bore's groove(s) which would make it larger than 
the shank's groove. OR 

With regards to the limitation of the size of the shank' s groove being smaller (see col. 
20 line 5+ of Krekeler'206) than the size of the bore's groove, see Fig. 1 9 of Krekeler 
'206, wherein the vast majority of the pins (79,80) are within the bore grooves (77,78) 
which would make it larger than the shank's groove. . 
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7. Claims 1 ,6-12, 16, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hansen et al. or Krekeler "764 or Kniff et al., Krekeler '359 or Vasek 
or Stewart (US 3268260, 3498677, 3622206, 3690728, 3796464, 3834764, 3841708, 
3856359, 4222446, 5810102). 

Hansen et al., Krekeler '764, Kniff et al., Krekeler '359, Vasek and Stewart all disclose 
the claimed invention except for at least two grooves and pins. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
to modify either Hansen et al. or Krekeler '764 or Kniff et al., Krekeler '359 or Vasek or 
Stewart to include at least two grooves and pins, since it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in 
the art. St. Regis Paper Co. v. Bemis Co. , 193 USPQ 8. 

With regards to the limitation of the size of the shank' s groove being smaller than the 
size of the bore's groove, see Fig. 1 of Hansen et al., Fig. 24 of Krekeler '764, Fig. 3 of 
Kniff et al, Figs. 4-5 of Krekeler '359, Fig. 1 of Vasek, Fig. 2 of Stewart), wherein the 
vast majority of the pin(s) is within the bore's groove(s) which would make it larger than 
the shank's groove. 

8. Claims 1 , 3-12, 16, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bower, Jr. (US 3493268) in view of Krekeler '206 

Bower, Jr. discloses the invention substantially as claimed (see Figures). However, 
Bower, Jr. is silent about including at least two grooves and pins. Krekeler '206 teaches 
at least two grooves and pins (see Fig. 19, col. 10). It would have been considered 
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obvious to one of ordinary skill in the art to modify Bower, Jr. to include at least two 
grooves and pins as taught by Krekeler '206 in order to more securely retain the tool 
within the holder. 

With regards to the limitation of the size of the shank' s groove being smaller than the 
size of the bore's groove, see Fig. 1 of Bower Jr., wherein the vast majority of the pin (6) 
is within the bore's groove (7) which would make it larger than the shank's groove. OR 
With regards to the limitation of the size of the shank' s groove being smaller (see col. 
20 line 5+ of Krekeler J 206) than the size of the bore's groove, see Fig. 19 of Krekeler 
'206, wherein the vast majority of the pins (79,80) are within the bore grooves (77,78) 
which would make it larger than the shank's groove. 

9. Claims 1 , 3-12, 16, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bower, Jr. (US 3493268). 

Bower Jr. discloses the claimed invention except for at least two grooves and pins. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Bower Jr. to include at least two grooves and pins, 
since it has been held that mere duplication of the essential working parts of a 
device involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 
USPQ 8. 

With regards to the limitation of the size of the shank' s groove being smaller than the 
size of the bore's groove, see Fig. 1, wherein the vast majority of the pin (6) is within 
bore's groove (7) which would make it larger than the shank's groove. 
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1 0. Claims 1 , 2-1 2, 1 6, 1 8-20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Wipe- document (WO 00/34626) in view of Krekeler '206 (US 
3622206). 

Wipo '626 discloses the invention substantially as claimed (see Figure 16). However, 
Wipo '626 is silent about including a groove in the shank of the cutting tool and at least 
two pins for the grooves (46). Krekeler '206 teach a groove in the shank of a cutting 

tool (see col. 20 line 5+) and at least two pins for two grooves (see Fig. 19, col. 10). It 
would have been considered obvious to one of ordinary skill in the art to modify Wipo 
'626 by including a groove in the tool's shank and at least two pins for the two grooves 
as taught by Krekeler '206 since this would facilitate insertion because the pin will 
contract to permit insertion and due to its resiliency property rebound to retain the 
cutting tool in its holder and more securely retain the tool within the holder. 
Wth regards to the limitation of the size of the shank' s groove being smaller (see col. 
20 line 5+ of Krekeler'206) than the size of the bore's groove, see Fig. 19 of Krekeler 
'206, wherein the vast majority of the pins (79,80) are within the bore grooves (77,78) 
which would make it larger than the shank's groove. 

Response to Arguments 

1 1 . Applicant's arguments filed 3/3/06 have been fully considered but they are not 
persuasive. Applicant argues that Krekeler '206 teaches away from a rotatable tool. 
The examiner is not relying on Krekeler '206 for teaching of a rotatable tool. Applicant 
argues that none of the prior art teaches the limitation of the size of the shank' s groove 
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being smaller than the size of the bore's groove. The examiner disagrees. Such 
limitations are taught as follows: 

With regards to Krekeler '206, the limitation of the size of the shank' s groove being 
smaller (see col. 20 line 5+ of Krekeler^oe) than the size of the bore's groove, see Fig. 
19 of Krekeler '206, wherein the vast majority of the pins (79,80) is within the bore 
grooves (77,78) which would make it larger than the shank's groove. 
With regards to Morrow, the limitation of the size of the shank' s groove being smaller 
than the size of the bore's groove, see Fig. 10 of Morrow, wherein the vast majority of 
the pin (74) is within the bore's groove (73) which would make it larger than the shank's 
groove (83). 

With regards to Hansen et al., Krekeler 764, Kniff et al., Krekeler '359, Vasek and 
Stewart, the limitation of the size of the shank' s groove being smaller than the size of 
the bore's groove, see Fig. 1 of Hansen et al., Fig. 24 of Krekeler 764, Fig. 3 of Kniff et 
al, Figs. 4-5 of Krekeler '359, Fig. 1 of Vasek, Fig. 2 of Stewart), wherein the vast 
majority of the pin(s) is within the bore's groove(s) which would make it larger than the 
shank's groove. 

With regards to Bower, Jr., the limitation of the size of the shank' s groove being smaller 
than the size of the bore's groove, see Fig. 1 of Bower Jr., wherein the vast majority of 
the pin (6) is within the bore's groove (7) which would make it larger than the shank's 
groove. 
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Conclusion 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sunil Singh whose telephone number is (571) 272-7051. 
The examiner can normally be reached on Monday through Friday 10:30 AM - 7:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Engle Patricia can be reached on (571 ) 272-6660. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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